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method’’. See page 582, 69 K. (2d), R. 6260). Quite clearly,
the court is deseribing what 1t conceives to be the patented
method monopolized by the patents which it is sustaimming
and enforcing. If says, of the aeration tank,—‘‘the fioor
of which 1s partially covered with earthenware diffusers
into which air is forced. Cireulation and aeration are
brought about by the eifect of forcing the air through the
very fine pores of the diffusers, eausmg it to be broken up

‘mto timy globules, which rise gently * * * The effeet of

this is to keep the whole 1n constant, gentle circulation. The
bottom of the tank at all points slants towards the diffusers,
and thereby prevents the deposit and permanent retention
of any of the bacterial sludge or other solids, efe. * * *
The more purely physical methods of aeration and circula-
tion must of necessity be limited by certain definite require-
ments; (1) There must be complete and continuous inter-
mixture of sewage and sludge; (2) there (R. 6261) must be
no long continued deposit of sludge which would permit
septic conditions; and, (3) the ecirculation and aeration

~must be so gentle as not to break up or destroy the floceuli. =

The apparatus must be adapted to meet these require-
ments.”’

From the standpoint of commercial and economic suc-
cess it 18 (perhaps) essential that the air should be mfro-
dueced through porous plate diffusers; as to the form of con-

struction, it has been found desirable to have the floor of

the tank at all points slope down to an adjacent diffuser.
To say that there should be no level spaces on the floor
where the sludge can accumulate and get septic 1s only
another way of saying that the bottom at all places should
slant down to a diffuser. It seems quite ciear that the court

considered these two details (1) the diffuser-induced gentle

circulation of air; (2) the tank bottom everywhere sloping

* D

down to an adjacent diffuser, to be the essence of the
discovery and the invention and the patents which the
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court was talking about. Our complaint is that, however
desirable,—even essential,—these details may be to com-
merecial success, they do not characterize the patents in smt,
and are neither expressly stated nor properly implied 1n
any claim in suit. That they do not limif, or support the
patentability of, any claim in suit of the two later patents,
ie obvious. It is equally certain, though not quite so obvi-

ous, as to the two earlier patents.

The porous plate diffuser is the vital thing n this combi-
nation. By his British filing, Jones thought this was his
‘avention and his whole invention (except for the later
abandoned circulator). He said so, in his provisional (K.

5360), in his complete (R. 5362), and in his claims (R.

5364-5).1 He found that per se they were old (K. 5404,
5407). Fventually he secured British claims for the use of
the diffusers (R. 6107-8), shown flush with a perfectly flat
bottom tank (R. 6111—Fig. §), to secure the upward elir-
culatory current resulting theretrom. While this was
pending, and on February 9 and March 17, 1915, Jones,
speaking through Fowler, told Milwaukee that it could use
these porous plates or cloth (R. 1902), or orificed pipes (B.
1886 )—plainly 1m131y111ﬂ* that either would be equiv-
alent and would work all right. According to this
theory, on July 8, 1919, Jones, by his solicitor,
orased from his United States application the claims
which put the diffuser into the combination (E.
4995), and substituted ‘‘forcing air”, [eventually ‘‘air in-
lets’’], thereby clearly reaching open-ended pipes, pipes
with side orifices and other forms. It eventually developed
not onlv that these porous plates were essential to com-
mereiaﬁi success, but that they must be jusi right. 1f the
shterstices were not coarse enough, suff

1eient air couid not

' ' Tevi hori - Jones,

1 Fapuary 8, 1915, Fowler, in a letter revised and authorized by Jones,
said to “'vrlllwauhee (R. 187 9; “We have found that the critical point in
the new process is the injection of air through a specially designed porous

tile known ag & ‘diffuser’.”

FlEat

Sendn iy Ly

[ L LR SR A ) . - ..:-:.- k '-II:.':'-;.-..-. . i iy
e B N e i

i

S

S L e

A

i

HHHHH

——

i

W

2

b o
) i LR
R

o

35}

N ‘f’;?l_,_.si,‘ ;%{E'i: ﬁ;} B
BB

i

i

a ?ﬁ}%%nﬂr

¢¢¢¢¢

h
i
2

i
38

i

L

s

LA A
i

¥

Cugi
Fant

i

‘! ]
A

AR R
; ‘;““’-‘ﬁ'ﬁ R L

e

Py

R

i
7

.......

TR St

AL
I

)

s
wﬁ?ﬁ’%ﬂ

3 -:.'l!: i:l-#:'-.'-c

AT
R

PR T -t Nope = I“ I.'\:h .l.
LRI :.}:{ﬁ:.:.j';.lil:.'li-ﬁh;lqzi;'lfﬁﬂ;'\-|“' :;;Ill'.":.i-:;'
R Do T
45 Lferég,!'iaﬂ-;:;-:ﬂm

s
.....

T

-- Hin
S

[
P

i E“{Wﬂ"' 1 '.i'.-:
¥ I?Fe'ﬁ’?ﬂ”“{ ?ﬁ&% i ﬂf} T

o

b R R B

NERENE TR o o v A,
Bt T Tl Wy Be]
"'.;C:rE:l,j:'l:::'}'l'l'-_""'.":'r_?_v-'r-m:u e AR AT T

RN ) .

R HR

PR LR
Rl

D 8 S
l.'\.\, i'l..!,'\-'::'l:r';'i:(
R

oy s

RIS FEEETEEARE RS
'ﬁJ’:’?F‘?*‘?*’P:'f‘-"‘** o e S
e o b T e a o

. gt SN LML) I )
Sl PP I PRI NI PP S T PY R PR S TP L T EAR A TEA L

h"::'ul. '.Il\-‘\.:k-':- g ] Bt g FECarar R LR -k a -
S

Ll

Lifi

|~
i
L

s
]

]
RIS

llj_l':-

:L

) -'.-;=| vived o Laaphys



St

s 2 2 - ’ s 4 e
get through. If they were not fine enoughn, arr was wasted,
g e s _ .
the agftatmn was not sufficiently gentle, and upon anv brief
cessation of the air pressure the sludee would settle down
and choke the diffuser. It was two vears affer he filed his
provisional-—(1913-1915)—before Jones succeeded in mak-
ing a satisfactory diffuser: and thereaft 1ts
\ ; a thereaifter he kept its
method of manufacture a trade secret (R. 198-9).

As we have already pointed out (supra, p. 49) Jones’
claims, in the ancestor of patent 540, all included the porous
piate as an element in the combination; and it was rightly
so included because it was useful in getfing the proper
degree of ‘‘gentle circulation’” which the court now thinks
was part ol the invention. When he filed his application
for patent 540 in the United States, Jones made the same
timited claims (R. 4989-93) and his expected patent was to
be hmited to the presence of this feature, which the court
now thinks characterized all of his patents or his combina-
tion patent. Later, he delhiberately broadened his elaims so
~as to reach the step of admitting air by any means, and so

as to abandon the only feature which he personally had o

thought to be his invention. The court now reads into his
composite patent, as distinguishing from the prior art and

as giving patentability, this limitation which Jones had

most expressly repudiated.

The same thing is true as to his tank bottom slopimmg at
all points down to a diffuser. His British patent (19,916
claimed this combination of slope and diffuser (K. 5443),
(though—probably—not requiring the entire bottom to be
sloping). In his United States application (for patent 540,
the parent) he claimed the same combination, (claims 8, 9,
10—R. 4992). In the same way this restriction,—the only
basis for validity,—was abandoned and, in the issued pa-’E~
ent, any kind of an air inlet substituted for the diffuser he-
low the sloping bottom. Likewise, the court now reads 1mto
the composite patent this same repudiated limitation.
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The same thing 1s true as to the other essential,—all the
bottom sloping down to the diffusers and having no part
level enough to permit a septic deposit. Do far as the
patents show, Jones never thought this to be essen-
tial. OUn the contrary, British patent 22,952, ancestor
of United States patent 540, shows a perfectly flat
tank bottom (K. 5397} with diffusers at unmeas-
ured 1ntervalg, clearly leaving between them spaces
where there might well be an undisturbed deposit.
In certain figures of patent 540 which became char-
acteristic figures of Division 587, he shows an illus-
tration which did cover the entire bottom with sections
stoping down to the diffuser. In the same patent he shows
other figures without the sloping bottom. He is careful to
say that the first is only one form of construction and his
claims in suit are expressly broadened so there may be only
one (claim 2) or two (claim 8) portions which have this
sloping sided form. |

Patent 542 shows a large portion of his aeration tank,
from point 9 to pomnt 10 of Kig. 4, with a perfectly level
bottom, and his claims contain no limitation to such a hot-

tom or to a process using such a bottom. In patent 543 (re-

1ssue 140) whether all parts of the bottom slope down to
the diffusers 1s obscure,—possibly they do. Neither specifi-
cation nor claims say anything about it. This limitation,
which also the conrt regards as an essential part of the
invention, is not found in any of the patents, but the court
has read it into all of them, or rather into the group patent.

We know of no precedent, and we submit there is no
principle, which justifies treating different patents of dif-
ferent dates, as so constituting a unit that the arteries of
one may furnish lifeblood for another. We find in the
opinion no reason given for considering the patents ‘“col-
lectively’’ except ‘‘for that reason’ (p. 388, 69 F. (2d)
R. 6271); and ‘“that reason’ just stated is that the prob-
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lem of differentiating between the individual patents is one R N F-—Collaboration.

‘f 7 vol? iy
not easy fo solve’’.

...........
IR

_ The scientists were working out a scientific problem and
The court here makes application of some comments by ‘" ' were tending toward and eventually ~eached the discovery
Julge Geiger in a previous decision of his own (Kraft v. of a valuable process. Jones, the manufacturer and con-
Pabst, 17 I, (2d) 787, 797)*, which comment, however much 1 structor, was attracted by the commercial possibilities of
1t might be criticized, 1s mapplicable because he was con- making and marketing apparatus which might prove to be
sidering reconciling original and mmprovement patents and the best for practicing the process, when and 1f 1t became

ohserving the ‘‘points of overlapping’’. No such relation- popular. He and Fowler made a bargain. Fowler, as con-
S:!’llp em'sts here. 1 ajcent 540 1S 1:315,111@ for a process of a1r sulting chemist and for a salary, was, with the facilities of
circulation through impure liguids,—whether we consider the City of Manchester which he controlled, to perfect the
1t generally according to 1its claims or as hmted to one process. Jones and his company were to devise the best |
(supnosedly) new use, as the court does. Patent 587 pur- forms of apparatus. This was the extent of the ““collab- E

ports to be and 1s for a cerfain form of apparatus to be ation”. Tt was perfectly natural that each should do his
used in the process of patent 540 or 1n any other adaptable own parts it would be abnormal if either stepped over the
process. Patent 542, as to the claims 1n suit, covers and de-

| 1ine. The record shows 10 or 15 letters back and forth be-
pends upon the distinction between the fili and draw process N N tween Jones (Coombs) and Fowler. It shows repeated con-
and the continuous process, but has no other supposed nov- versations between Coombs and Fowler. It is full of me-
elty, and pertains to nothing else.  Reissue 140, as to clam f: | chanical suggestions, in words and in drawings submitted
3, pertains to the feature of the gradual introduction of o : o by Jones (Coombs) to Towler for his acceptance or rejec-
further raw sewage. Its validity depends upon the pat- E B |

entability of that feature and 1nvolves nothing else. Claims

- tion, of Fowler’s disapproval of them, and of Jones’
. (Coombs) submission of other substitute plans and sug-

7, 8, 9 and 10 pertain to and depend upon the reactivation

theory. They extend to and involve nothing else.
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gestions. In Jones’ language mn one of his lefters, the ap- .

paratus was for the practice of ‘‘Dr. Fowler’s new sewage A
It seems to us that only confusion of thought can come N  {reatment process’’. (R.2868.) Coombs and Fowler both
from trying to consider a group of patenis in such a way, N " testified at length. The record is barren of any suggestion | 0
and that the parties as well as the publie should be advised : that Jones or Coombs contributed the least thing to th;e
as to the views of the court upon each of the patents in- discovery of the process; indeed, it is clear that not until
volved, and as to the relation of any claim or group of thev heard the paper of April 3 read did they know what | o
claims to the prior art and to the defendant’s method. The | @ - theﬂpmceas was, except that the de sideratwm was tokeepthe |
separate and inaependent character of each patent (even of ; slﬁdge actively circulating through the sewage. (B. 222.)

each claim) has been distinetly declared PV this Conrt. (Yiven these facts, the court finds the picture to be one of
Mosler Lock Co. v. Mosler, 127 U. S. 354, 361.

«rich collaboration that Jones was entitled to be considered
Leeds & Catln v. Victor, 213 U. 8. 301, 313 the inventor of the process which the scientists had diseov-
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- . -+ hel] { I jentists were
1 This case, insofar as it suggests treating patents collectively instead e}:ed; or pelhaps the court believes that the se
of separately, although several years old, has never been cited excepting -

in the present case.
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somehow employes of Jones and that he mayv take a patent
for an 1nvention that his employes discovered, or that the
discovery of the process was ‘‘anciliary’’ to the devising of
the apparatus. Of course, in fact, Fowler was not an em-
ploye of Jones, except in the sense that he was consulting
chemist in the new enterprise, and Ardern and Lockett, who
did the detailed scientific work, were full time employes
of the City of Manchester and, as late as 1915, had never
even met Jones. |

We venture to think that the court was mistaken (R.

6269) in 1ts interpretation of Agawam v. Jordan, 74 U. S. .

683, and 1n supposing that opinion to justify this applica-
tion of the ‘“collaborator’’ theory.

We insist that there is no such thing as an ancillary in-
vention, in the sense that a patent may rightfully be applied
for by any one except the actual inventor of the supposedly
ancillary thing. It 1s perfectly true that one may employ
skilled mechanics, or indeed scientific men, to aid him in
developing his idea to the point of reduction to practice.
In such case there may be an express contract that the in-
ventions which they make will belong to him, or there may
be, and often 18, an 1implied contract to the same effect; but
in both these instances the application for the patent must

be made by the assistant who actually made the subordinate -

or ancillary invention, if there was one. What 1s done by
such helpers will be either merely the result of their tech-
nical skill and therefore no? involve any Invention at all by
them, or else it will reach the point of a patentable imven-
tion by them. In the first case what they do inures to the
benefit of their employer in the practical perfection of his
invention; in the second case the employer must invoke the
law of contract to get the patent transferred to him; he
may not merely take the patent himself.

The 4gawam Case Tully recognizes this distinetion. It
is true that on page 602 the courf uses some rather vague

......

JJJJJ

P

s

——

Rhrer e S
---------
T T

ik
A
s

.
5
i
¥ -!r{.

P L B P I RL Rt .
e L e
'\::.-'{.l !.'.".f{_-\;"'j.:-:l-'\.i':\.".; ._,f{.-l-' .-_::.!-\._:r_;:h
'E'i.'\_-:"‘:'\- i 5 ';"'!:I ';ﬁ'.' '}i. 'i::?;'- UL )
s 'ﬁ;'.'i?'allr'?h'.l[\:.'!\'f-'\-’: _-'I'_.{':I' H A s
L] e Hol
LB R B e

R
........

RO

e

Tarur,

.......

W, ._',_.:._L_'ﬁ"i:-:'-t'g““’"'!-i-':""'-":-l:i%}c'::-“?-‘::\-';"r’-ﬂl‘\@i'%‘ﬂ-'*fxﬁl|':,.t,.°__-;.-:l"“:"

. Sty
-.;..'I;!.?-",-,-.*,':.-::-:-.,"rr"ui‘-'u':-rﬁ

m?ﬂh.aj_ér‘i':‘;;iw:'.gffﬁ\.%:-§|ﬁ A Rt i i

Lo thanth
DI |y e SR

i Fp i T

' ‘-"""'-i'.r!-":e‘;f"'l;f"‘- 1 '\-‘-i-rn-:'\:'v-'t

)
L

-

mav be embodied by the employer as part of his patent
(e“ﬂutir-ely dictum, and, 1f 1t means an apl.:}ropriation of an
employe’s invention without contract, quite unsimn“ld) . but
on page 603 the court clearly states the true principle, ai}d
states it much more aceurately. This accurate statement 1s,
that if what the employe does is only to suggest, in a way
which does not amount to an invention by him, that will not
invalidate the employer’s patent; but that where the em-
ploye really makes an invention, no matter how snbm*diﬂa.’sie
or ancillary it may be, a patent therefor to the employer 1s

' ' : - - 1 . PO ) | 1OV
language implyimng that diccoveries made by an employe

invalid.

T.arson v. Crowther, 26 T, (2d) 780 at p. 790 (C. C. A,
8), quotes from the dgowam C'ase the modified and mor
acbum‘te «tatement found on page 603, but holds that the

focte did not make a case under this general principle.

This last cited ease is particularly instruetive from an-
other point of view. As belween Larson and Crowther,

the case on its facts was really one of collaboration be-

tween them in the discovery involved,—which was not the
case as between Jones and Fowler. The court said at page

789 :
¢« Where the novelty of the invention 1s in fact the
joint production of two parties, brought about by the
wunited efforts of both, one of the parties should not
he awarded a sole patent. That is not only patent law,
Lut common honesty.”’ (citing cases)

The Court further said (page 790) atter reciting that each
-paﬁrty claimed to be the employer of the other:

«We do not see that Crowther was any mole an
employee of Larson than that Larson was an employee
of Orowther. DBoth were employeeTs of the University.
They were working together on University time, and
were paid by the University.”

We think that it is clear from the undisputed facts that
while Jones was the employer of Fowler in the sense that
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Jones paid him a salary, vet in the matter of the develop-
ment of his invention, Fowler was the principal and Jones
was the assistant; Fowler had discovered the prineiple and

he had agreed with Jones, to use Jones’ own words (R.
3774)—

““The description of the methods of working, and the

probable Iines of development were furnished to us by

Dr. Fowler and his staff; we have made 1t our aim to

design special tanks of various forms, and sundry me-

chanical appliances caleulated to meet their require-
ments with economy and efficiency’’ ete.

Thig view held by the Court of Appeals concerning ‘‘an-
cillary’’ inventiong or ‘‘collaboration’, or the employe-
employer doctrine, bagsed on the dgawam Case, was ob-
viously thought by the court to be mmportant; very prob-
ably it had a determining effect on the general conclusion.
If the Court of Appeals made the right interpretation, the
doctrine is of great importance in the patent law; if the
court was wrong, then the decision is in confliet with the
Agawam Case. In either event, we submit that for the
" benefit of the patent law, the question may well be further
expounded by this Court.

G—Patent 017,

The bill of complaint alleged infringement also of patent
017. (R.5558-70.) The answer denied its validity, and by
wav of counterclaim set up that this patent, as well as the
others, were invalid, that they were known by plaintiff to
be invalid, that they were being used as the basis of threats
and demands against the defendant, and praved that this
patent, with the others, be declared invalid, and that the
plaintiff be enjoined from prosecuting any actions thereon.
(R. 54-5.) Before the trial was entered upon, plaintiff
withdrew this one patent. Defendant objected to the with-
drawal, claiming that such action was too late under the
authority of Ex Parte Skinner & Eddy, 265 U. 8. 86. The
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court permitted the withdrawal: defendant assigned error;

L

the Court of Appeals affirmed. (R. 6281.)

The Skinner and Eddy case seems to hold that after a
defendant has filed a counterclaim 1t 1s too late for plain-
tiff to withdraw. That principle seemingly should apply

~here. The counterclaim was well pleaded. Affer a long

series of negotiations and threats, plaintiff sues upon five
or six patents. Defendant, apprehending discontinuance
and future litigation, asks for a deecree that the patents be
held invalid and future hitigation prevented. This seems a
sensible request. The discontinuance was both as to pat-
ents 017 and 561. We make no point as to the latter, be-
cause the conclusion that defendant was not infringing pat-
ent 561 was a natural conclusion for plaintiff to make, upon
more careful thought, and such conclusion made a good rea-
son for thus dismissing as to that patent. Not so, as to pat-
ent 017. Infringement had been committed; the patent was
the broadest of any 1n the group said to cover the Activated

Sladge process; and we see no reason for withdrawing it

"

except that plaintiff preferred to avoid a present test of its
validity, and save 1t up for future use,—thus demonstrat-
ing the propriety of the counterclaim..

e

However, this patent 1s of importance otherwise. The
court regarded the four patents in suit as Jones’ embodi-
ment and formulation of his Aectivatel Sludge process
monopoly; on that theory the court discussed the four pat-
ents: and on that theory it sustained them all. If it had
retained patent 077 and looked into 1t, the court would have
seen that thes was the patent which Jones and his advisers
selected as the patent which should deseribe and elaim in
the broadest way the Activated Sludge process itself,—
aeration, sedimentation, decanting off, filling with another
charge, and so on to the point of the completed process.
We are as confident as may be that this patent incorporates
and claims what the court must have had in mind as the
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283 g
‘‘hiochemical process’’ which it conceded was invented by T valid if not for the same wmvention as the original. Leading
the scientists; and that if this patent had been retained in Ones are :
the record, as it should have been, the court must have seen Parker v. Yale, 123 U. 8. 87, 99.

Huber v. Nelson, 148 U, 8. 270.
Corbin v. Eagle, 150 U. S. 38, 43.

We have no occasion here fo contend that there must be
some language in the original indicating an intention to
claim an Invention broader than the specific form shown;

that its hypothesis that the four patents in suit, as a group,
gave a broad monopoly of the Activated Sludge process,
was a mistaken hypothesis.

We submit that this Court should not approve the prac-
tice by which, after defendant has connterclaimed, plaintitf

3 r.\mk_l!’ﬂ@wmr\.lﬂwﬁ|.-\.|w|-|,;-qn.-||,|.|m||\||.n.w_|||l,r'l|,|':|'\-llll'|l'¥ﬁ!!"ﬁ'\uﬁ\lﬂ.ﬂﬂl re
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e . . - e LR - B .. ..
L T S L - .

is permitted to withdraw the patent which most sharply we are content in this case to invoke the narrower rule that
presents the real 1ssue, and thus leave the door open tfor if the original clearly shows the intent to regard the in- “’
futnre litigation on what is, broadly, the same subject z vention as only the relatively specific form shown, the pat-
matter. entee cannot have a broadening reissue. In this case when
| _ we read and examine original patent 543, we find sufficient
H—The Rule Should Work Both Ways. evidence that Jones regarded his invention and his whole

imvention (in this respect) as consisting of taking the com-
pletely separated sludge out of the system into an inde-
pendent tank where 1t received the reactivation, and then
bringing 1t back into the system. The main point of his '
patent 543, as to this step, 1s that he 1s able fo
maintain always the proper vroportion between raw
5q7. sewage and activated sludge, and that he can do

N this by maintaining a reservoir of activated sludge

i

Perhaps this does not deserve separate treatment 1
addition to paragraph E, but the contrast 1is striking. 'T'he
four patents in suit are put together in a composite or
compound way to develop the patent whic the court en-
forced; but two or more devices of the prior art are mot
allowed to be put together to anticipate patents 540 or
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1. The Validity of the Reissue. kept in activated condition from which he may from

: o time to time supply as much as may be necessary to any

We contended that Reissue 140 (R. 5580-86—Original E part of the aeration system which needs more sludge. This
claim 3—reissued claims 7, 8, 9, 10) was invaﬁdﬁas to the was the wmwvention of the original. His new claims in the
added claims (1) because not for the same mvention ai:s the reissue purport to cover reactivation which the sludge may
original, (2) because the only reason given fo_r the reissue | receive while it is still in the system and in the course of its
cannot lawfully be called an in-adverte}.zme? accident or mis-  regular travel from the settlement tank back to the aer-
take, and (3) because of intervening rights. The (?om"‘t of ation tank inlet. The latter is plainly wnot the same in-
Appeals overruled the intervening rights suggestion, but vention as the former. i
did not mention the other two. Iach of them seems to us .. | ,
. 1 . hie Clourt. | I To justify a broadening reissue, there must have been
conclusive, under the decisions of this ﬂ o “‘inadvertence, accident or mistake’’ by which the original
Many decisions of this Court say that a reissue 18 in- contains only the narrower claim. Primarily, it is for the

Commissioner of Patents to decide whether this ground of
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Fn

reissue exists. This affirmative decision, (impheit in grant-
ing the reissue) is presumptively right; but this Court has
repeatedly held that the whole record may so cleariy show
the absence of any facts which constitute ‘‘1nadvertence, ac-
ciclent or mistake’’ that the reissue grant 1s without juris-
diction. Numerous familiar cases apply this rule. Dabsm
v. Lees, 137 U. 8. 258, a ‘“‘recapture’’ case, 18 a sufficient
example.

The only thing alleged by Jones as his “mlstake was
that the British Patent Office practice permitted him to
make full disclosure of an invention in a patent with only
narrow claims, and then later, at his convenience, take out
another patent with broader claims which he might have
had in his earlier patent (R. 5139).1

We respectfully insist that the erroneous supposition of
the applicant that he could (jleﬁberately take out a patent
with narrow claims and then at a later fime take another
patent with broad claims for the same invention, has never
before, by any court, been held to constitute that character
of mistake which could be rectified by reissue; and we sub-
mit that so to consider it violates the well-settled principles
of the law of reissues; vet, by sustaining this reissue
against this objection, the court below has necessarily so
held.

This subject 1s most appropriate for mmew on certiocrari;

the question whether such a mistake as to the fundamental
and familiar rule of law, that what 1s not claimed 1s dedi-
cated, justifies a reissue, 1s of great general importance,

J. The Mere Conception of the Continuity.

Patent 542 (R. 55636-45—claims 5, 8, 9) is merely for ap-
plying the Activated Sludge pro&e-sa in the continuous flow
form instead of the fill and draw tank form. Jones’

— ]

1We deny the existence of any such rule in the British Patent Office,—
but do not now discuss it.
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earliest date was November 19, 1914 (when he filed his

British application). The patent showed elaborate (and

more or less unworkable) apparatus for a continuous

process ; the apparatus may be patentable, but the claims 11
suit cover nothing not shown in the laboratory work and
descriptive paper of the scientists excepting as implied by
the word ‘‘continuous’’. Passing by the fact that in late
December, 1913, Fowler had been asking Jones to get up
apparatus for continuous process, and Jones had said (to
Wilkinson) that it was not practicable (R. 2860) ; passing
bv the fact that the paper of April 3rd said that “equally
oood results would be obtained’ by tving up the process to
the familiar continuous flow purification of sewage (R.
3694) : and assuming that Jones first thought of 1t, we insist
that there was nothing inventive in this conception, and
that the claims based on that and nothing else are invalid.

This position was urged before the Court of A’ppéalg but
was ignored. We submit that this was a misapplication of
the decisions of this Court as to what constitutes patentable

imvention.

K. Anticipation by Use Abroad.

In view of the undoubted use of this process, by Man-
chester and Salford during the Summer of 1914, and before
Jones’ United States application for patent 540, and the

fact that Messrs. Kendall and Gregory saw these operations

and at that time brought back to this country photographs
and other data (Opinion, R. 6273), plamntiff was driven to
contend that knowledge and use by others abroad, before
Jones, would not be anticipatory, even 1t the same at that
time became known in this country. This presents a very
important and interesting question which has never been
decided by this Court.

The language of the statute is seemingly plain. If the
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ned the claims

invention was ‘“‘known or used by others’ in this countr B solicitor struck out the limitation which con
prior to the patentee’s effective date, the patent is invalid. a to his actmal combination, characterized by the porous
(U. S. Code, Title 35, Sec. 31.) (Appendix.) Westinghouse = plates, and broadened it to include aeration by any kind of

v. (General, 207 Fed. 75, contains a seemingly labored con- ‘an air inlet, Jones made no further oath. We have no
clusion that knowledge in this country of use abroad 18 not = occasion now to contend that the patents, as 1ssued, are in-

i

I e e
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‘“‘knowledge in this country’. The question has never been »a valid for lack of a new and additional oath; it 1s sufficient
considered by this Court (the citation of the Westinghouse to say that Jones cannot escape whatever anticipatory effect
case in Alexander v. Davis, 2706 U. 8. 390, 1s 1n a mere re- there is in earlier foreign work by making oath that he
cital of the theory below, it is not ““with approval™). believed he was the first inventor of the invention, as finally
The question deserves discussion and decision by this claimed by him in his United States patent, because he has |
Court. made no such oath. The entire subject matter of this par- =
We should, however, say that we think this legal ques- agraph we think well deserves consideration by this Court. ;
tion is not controlling, becanse this Manchester use and this B o E
Salford nse in the Summer of 1514, as well as all the scien- L—The Presumption of Validity. ::i
tists’ work and the paper of April 3rd, were fully known to How much determinative force the court gave to this iz
Jones before his filing date in this country and before any M presumption we do not know. It may well have been the ;:
process was described in his Brifish specification; and of éf starting point, because the court says (R. 6270) ““We must | %
conrse the man who derives the invention from another, é not lose sight of the fact that the issuance of the British é’;
abroad or at home, is not the first inventor and does not g; as well as of the American patents created a presumption ' :

believe himself to be.

Accepting, however, to the full, the rule which plant:
advances and which the Court of Appeals adopts, viz., that
if a foreign inventor when he makes oath to his United
States application believes himself to be the first mventor,
the patent will be oood in spite of knowledge here of earlier
foreign use by others, plaintiff is not helped. Jones never
made oath that he believed himsef to be the 1n-
ventor of the inventions claimed in patents 540 and
587. We may assume that he believed himself to
be the inventor——or for that matter, that he was
the inventor,—of the apparatus comprising, or the process
involving, a tank, the entire bottom of which sloped down
to the adjacent porous plate diffusers. That he was the
‘nventor of this combination, he did make oath in his
United States application for patent 540. Affer his

that Jones was the rightful inventor’. Just how this pre- -
sumption can extend to a British patent is not entirely -
elear; certainly it cannot go to that extent when the j%
British patent is for one thing, of which the patentee per- :?
haps was the inventor, and the United States patent is for %
a much broader thing, of which he was not the 1ventor. é
Aeration by means of and through a porous plate, in com- ‘i
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bination with useful structural accessories, is one thing;
aeration by any old and familiar means is another thing.
The presnmptions do not coalesce.

If this Court should think this a proper occasion, we
should be very glad to have an authoritative study and
clarification of the rule of presumption. We will not un-
dertake now to go nto detail. 1t has never, so far as we
know, been thoroughly discussed by this Court. An attack

.....
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upon the patentable novelty of a patent grant may depend
alternatively upon two things, (1) whether the advance
step 18 either anticipated by or rendered unpatentable by
the undigputed prior art, or (2) whether the advance step
was taken bv the patentee or by someone earlier. If was
the early theory of the couris that the examination by
experts in the Patent Office raised a presumption of pat-
entable invention over the known prior art. We know of
no persuasive reason for giving this presumpiion any-
thing more than procedural effect, or for thinking if can be
overthrown only by conclusive evidence. It 1s a matter of
familiar knowledge that with the enormous volume of
business in the Patent Office for many years past, and
with the necessarily brief examination made of late
yvears, the old basis for this theory is destroyed. We
know by reading the decisions that the wmore ex-
perienced patent judges give 1t only lip service. We
know,—most astonishing of all-—that according to pres-
ent practice the Patent Office, if any doubt exists
whether the appiicant’s advance step 1involves 1n-
vention, gives him the benefit of the doubt and issues the
- patent, because only in that way can he get into court;

and getting into court, he finds that his counsel will claim
a controlling presumption 1n his favor because he has once

been given the benefit of the doubt.

The other class of attack 1s based upon evidence that

some other person had already made the advance step.
This evidence typically relates to a time long past. As
to this situation, the courts of eguity, in their capacity as
triers of fact, have said that the evidence must be clear
and convincing, or have used some other formula of that

kind,—even ‘‘beyond a reasonable doubt’’. It is this kind

-

of attack, which 1s discussed and characterized in a recen

L 7

opinion by Mr. Justice Cardozo (Ladwo Corp. v. Ra(lw

Engineering, May 21, 1934, p. 5).
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It 1t 15 today the sound rule of patent law, as we believe
it 18, that upon the issue of patentability over unquestioned
prior art, the presumption of validity is procedural, and
has no mdependent evidential force, we believe a pro-
nouncement to that effect by this Court would be of great
benefit to the patent bar and to the trial courts.

However this may be, there are now many decisions that
the presumption 1s mmneh weakened, or disappears, when
new pertinent evidence is produced which was not before
the Examiner. Cireuit Judge Learned Hand said:

- ““We are not faced with the presumn‘tmn of vahidity
* % Dbecause of the examiner’s failure to find Gally

as a reference.”” (R. Hoe & Co. v. Goss, 30 F. (2d)
271, 274).
Ciremit Judge Manton said:

‘“The presumption of validity does not extend bhe-
yvond the record before the Hxaminer’’ (Naftonal Co.
v. Irving Grossmaw, 21 U. S. Pat. Q. 306, 307).

To the same general effect are many cases.

Here, as to patents 540 and 587, we not only have a mass
of prior art not before the Kxaminer, but we have the

whole story, and we have Jones’ repeated admissions even

-made under oath that he was not the inventor of the Acti-

vated Sludge process. Hven more, we have an extraordi-
nary situation before the Examiner. He learned of the
paper of April 3, and rejected thereon some claims of the
applications for patents 542, 543 and 017, because Ardern
and Lockett seemed to be the mventors (R. 5085, 5176).

- Plainfiff now claims that Jones was dictating what Ardern

and Lockett did; that, through Fowler, they were his as-
sistants, or collaborators; and it now rests on that theory
Jones’ right to the invention; but he told the Examiner
(R. 5087, 5178) as to this paper of Ardern and Lockett,
deseribing their experiments: *'Wi

what they are or were, no
one but the author knows.”” He kept from the Examiner
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the fact of his own repeated concession in Emgland that
this paper made the Activated Sludge process public
property.

Upon such a record, to give any weight to a presumption
that Jones was the inventor is, we contend, an error fully
justifying review by certiorari.

Respectfully submitted,

NEwton D. Baxer,
Warrace R. Laxeg,
ArrreUr C. Denisox,
Max Rasxkiw,

W, F. Quick,

Counsel for Petitioner.

July 12, 1534.
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APrPPENDIX TO BRL

Lo
=

U. 5. O, Title 35, Sec. 31, R. S. 4886

Inventions patentable. Any person who has invented or
discovered any new and useful art, machine, manufacture,
or composition of matter, or any new and useful improve-
ments thereof, not known or used by others in this country,

‘before his invention or discovery thereof, and not patented

or described 1n any printed publication in this or any for-
eign country, before his invention or discovery thereof, or
more than two years prior to his application, snd not in
public use or on sale in this country for more than two
years prior to his application, unless the same is proved to
have been abandoned, may, upon payment of the fees re-
quired by law, and other due proceedings had, obtain a
patent therefor.

U. 5. C. Thtle 35, Section 32 (R. S. 4887, as amended) :

32. Inventions previously patented abroad. (First par-
agraph omitted.) |

An application for patent for an invention or discovery
or for a design filed in this country by and person who has
previously regularly filed an application for a patent for
the same 1nvention, discovery, or design in a foreign coun-
try which, by treaty, convention, or law, affords similar
privileges to citizens of the United Sfates, shall have the
same force and eifect as the same application would have
if filed in this country on the date on which the application
for patent for the same invention, discovery, or design was
1rst filed 1n such foreign country, provided the application
in this country 1s filed within fwelve months in cases within
the provisions of section 31 of this title, and within four
months 1n cases of designs, from the earliest date on which

any such foreign application was filed. (Remainder
omitted.) |

R. 8. Sec. 4887 :

No person snall be debarred from receiving a patent for
his ivention or discovery, nor shall any patent be declared

invalid by reason of its having been first patented or cansed

to be patented i a foreign country, unless the same has
been introduced into public nse In the United States for
more than two years prior to the application. But every
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